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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4a) Of the above claim(s) 4 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 
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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 2 and 3 are currently being examined. 

Election/Restrictions 

Newly submitted claim 4 is directed to an invention that lacks unity with the 
invention originally claimed for the following reasons: 

Claim 4 and originally presented claim 1 share the same technical feature, the 
decorative paper as in originally presented claim 1 . However, the decorative paper of 
originally presented claim 1 does not exhibit "special technical features", because it 
does not make a contribution over the prior art. 

Handforth (US 4,402,262) (Column 2, lines 7 through 25) teaches printing an ink 
composition comprised of two polymers (A and B) and a pigment on a substrate. The 
substrate can be paper (Column 3, lines 43 through 51). When the substrate is paper, 
the primary polymer A can be a methyl methacrylate (an acrylic resin) (Column 4, lines 
45 through 58). Polymer B can be a polyurethane-containing resin (urethane resin) 
(Column 3, lines 56 through 60). The pigment can be a pearlescent pigment, which the 
Examiner is considering to be a scaly foil of a bright pigment (Column 9, lines 1 through 
10). The ink can be printed on the paper using gravure printing (Column 5, lines 56 
through 59). An ink layer can be printed over another ink layer of a different 
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composition (Column 6, lines 24-43 and Example 4). The lower ink layer can be 
considered to be a pattern ink layer. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claim 4 is withdrawn from consideration as 
being directed to a nonelected invention. See 37 CFR 1 .142(b) and MPEP § 821 .03. 



Claim Rejections - 35 USC § 103 
Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Handforth (US 4,402,262), in view of Schnee et al. (US 3,936,547). 

Handforth (Column 2, lines 7 through 25) teaches printing an ink composition 
comprised of two polymers (A and B) and a pigment on a substrate. The substrate can 
be paper (Column 3, lines 43 through 51 ). When the substrate is paper, the primary 
polymer A can be a methyl methacrylate (an acrylic resin) (Column 4, lines 45 through 
58). Polymer B can be a polyurethane-containing resin (urethane resin) (Column 3, 
lines 56 through 60). The pigment can be a pearlescent pigment, which the Examiner is 
considering to be a scaly foil of a bright pigment (Column 9, lines 1 through 10). The ink 
can be printed on the paper using gravure printing (Column 5, lines 56 through 59). 
Handforth (Column 3, lines 3 through 12) further teaches that the urethane component 
in the ink binder is an adhesion promoter in an aqueous composition. An ink layer can 
be printed over another ink layer of a different composition (Column 6, lines 24-43 and 
Example 4). The lower ink layer can be considered to be a pattern ink layer. 
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Handforth does not teach impregnating the paper with a resin and curing. 

Schnee (Column 1 , lines 40 through 43) teaches a process for impregnating 
paper with a melamine resin solution and then drying (curing). Melamines are 
thermoset resins. Schnee (Column 2, lines 58 through 65) further teaches that the 
impregnated paper can be a decorative paper. The melamine impregnation solution 
contains water or water-miscible solvents, in order to easily and deeply impregnate the 
paper substrate (Column 2, lines 1 through 7). 

It would be obvious to one of ordinary skill in the art to use the decorative paper 
of Handforth, as the paper to be impregnated by the melamine resin of Schnee, 
because the urethane binder would maintain adhesion of the ink in the aqueous 
melamine resin. 

Response to Arguments 

Applicant's arguments filed November 5, 2008 have been fully considered but 
they are not persuasive. 

Applicant argues that that Handforth (US 4,402,262) does not teach a pattern ink 
layer. However, as stated above, Handforth teaches that an ink layer can be printed 
over another ink layer of a different composition. The lower ink layer can be considered 
to be a pattern ink layer. Since the pigments can be different in the two layers, the 
lower ink layer can be a pigmented layer with no bright pigments. Further, in response 
to applicant's argument that the pattern ink layer should not contain bright pigments, it is 
noted that this features is not recited in the rejected claims. Although the claims are 
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interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Due to amendment to the claims, the 35 U.S.C., second paragraph rejection from 
the March 18, Office Action is withdrawn. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth Robinson whose telephone number is 
(571)272-7129. The examiner can normally be reached on Monday- Friday 8 AM to 
4:30 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, D. Lawrence Tarazano can be reached on 571-272-1515. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Elizabeth Robinson Supervisory Patent Examiner, Art 

Examiner, Art Unit 1 794 Unit 1 794 
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